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This is a decision on appeal fromthe final rejection of

claims 2 through 14, all of the clains pending in the

appl i cation.
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The invention pertains to television viewing. Mre
particularly, the renote control accesses only desired
channels with the up/down keys when the receiver is placed in
a surf operating node. The surf channels are selected as a
subset of channels in the television receiver nmenory which are
normal Iy sequentially accessed by operation of the up/down
keys on the renote control.

Representati ve i ndependent claim8 is reproduced as
fol |l ows:

8. Atelevision receiver having a surf tuning node
conpri si ng:

tuning nmeans for tuning to a plurality of television
channel s by direct input of channel nunbers;

menory neans for storing channels in a television
recei ver nmenory for enabling sequential tuning of channels
wi th up/ down channel keys;

menu nmeans for denom nating sel ected tel evision channels
as nenory channels and desired ones of said sel ected channels
as surf channels in said nenory neans; and

means for activating said surf node wherein sequenti al
tuning wth the up/down channel keys is only anong channel s
denom nated as surf channel s.

The exam ner relies on the follow ng references:

Young et al. 5, 353, 121 Cct. 4, 1994
(' Young)
O Donnel | et al. 5,414, 426 May 9, 1995
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(O Donnel I')
Mller et al. 5, 585, 866 Dec. 17, 1996
(Mller) (filed Jun. 7, 1995)

“StarSight” (StarSight), A portion of the User’s Manual for
the M tsubishi CS35803 Tel evi si on Receiver, p. 2, 1995.

Clains 2, 8 and 12 stand rejected under 35 U S.C. 8
102(b) as anticipated by Young. Cains 3 through 7, 9 through
11, 13 and 14 stand rejected under 35 U.S.C. § 103 as
unpat ent abl e over Young in view of StarSight. Cdains 2 and 8
stand further rejected under 35 U . S.C. 8§ 103 as unpatentabl e
over O Donnell. In a new ground of rejection, entered in the
answer, the examner also rejected clainms 2 through 14 under
35 U.S.C. 8 103 as unpatentable over Ml ler.

Reference is made to the briefs and answer for the
respective positions of appellants and the exam ner.

CPI NI ON

At the outset, we note that, in accordance with
appel l ants’ grouping at page 4 of the principal brief, all
claims will stand or fall together.

We turn first to the rejection of clains 2, 8 and 12
under 35 U.S.C. 8 102(b). The exam ner has set forth, at

pages 4-5 of the answer, the rationale behind the rejection,
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i ndi cating how the various portions of Young correspond to the
clainmed elenments. It appears to us that the exam ner has set

forth a prinma facie case of anticipation, shifting the burden

to appellants to rebut the prinma facie case with argunments or

evi dence.

Appel l ants argue that the StarSi ght system di scl osed by
t he Young reference enpl oys separate nenories. Therefore,
argue appellants, a viewer may have different sets of favorite
channels in the television nenory and the StarSight nenory.

We do not see how such separate nmenories woul d preclude the
application of Young to instant claim@8, for exanple.

Appel l ants al so argue that their “sinple and i nexpensive”
systemyi el ds benefits not achieved by the StarSi ght system of
Young. That may very well be the case but it is not clear how
such an argunent relates to any clained l[imtations.

Wth regard to the dispute between appellants and the
examner as to the inplications of the Young disclosure, at
colum 18, lines 29-33, that the controller “may be integrated
into other television equipnent, such as...a TV/ Mnitor

receiver,” appellants argue that such an integration “would
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utilize the scheduling systemnenory as is--and not use the
tel evision receiver nenory for these purposes” [principal
brief-page 5]. Wthout any evidence to the contrary, we find
ourselves in agreenent with the exam ner that the sinple
meani ng of “integrated” would point to a system nade whol e.
Therefore, whatever nenory is being used to store channels, it

is part of the sane integrated system

Appel lants further argue, with regard to claim2, but
al so applicable to clains 8 and 12, that the “tel evision
menory contains both the nenory channels and the surf
channel s” [principal brief-page 5]. However, the exam ner has
treated this by using the teaching of Young, at columm 18,
lines 29-33, to inply that once there is one integrated
system the system or television, nenory contains both the
menory and surf channels. |If appellants are inplying that the
menory and surf channels of the instant invention are
different, we disagree. Wiile the instant disclosed invention
certainly teaches that the surf channels may be | ess than, or

a subset, of the total nenory channels, the invention, as

cl ai med, does not preclude the surf channels from being the
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sanme as the nenory channels, i.e., the subset of the nmenory
channel s which constitutes the surf channels may, in fact, be
the sane as the set of nmenory channels. That is the

mat hemat i cal case where a universal subset may be a subset of
itself. Note that the instant clainms do not require the
nunber of selected television channels as nenory channel s and
t he nunber of desired ones of the selected channels as surf
channels in the nmenory neans to be different. The desired
nunber of surf channels may be all of the nenory channels.

Accordingly, we wll sustain the rejection of clains 2, 8
and 12 under 35 U.S.C. § 102(hb).

Turning nowto the rejection of claims 3 through 7, 9
through 11, 13 and 14 under 35 U.S.C. § 103, we will also
sustain this rejection because clainms 3 through 7, 9 through
11, 13 and 14 fall with clainms 2, 8 and 12. As stated by
appellants in the last full paragraph of page 6 of the
principal brief, the features of the dependent clains are
conceded to be unpatentable apart fromtheir parent clains.

Wth regard to the rejection of clainms 2 and 8 under 35
U S C 8§ 103 over O Donnell, we wll not sustain this

rejection.
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O Donnel | does disclose a renote controller for a
t el evi sion which enables a user to define a nmacro for
selecting at | east one favorite channel. However, O Donnel
does not disclose that these favorite channels nay be accessed
by use of the up/down keys. The exam ner concedes that
O Donnel | does not teach this feature but the exam ner
contends that any keys, with the exception of the nunber keys,
may be used as the macro keys in O Donnell. Therefore,
concl udes the examner, it would have been obvious to enpl oy
t he up/ down keys for such a purpose. W disagree.

O Donnel | specifically teaches, at the bottom of col um
4, that the nmacro keys are special keys, either especially
| abel ed or colored, for their purpose. Thus, we do not find
that the skilled artisan woul d have been | ed, fromsuch a
teaching, to discard the specific macro keys and use, in their
stead, the up/down keys, giving thema dual function in
addition to their regular use as a neans for increasing or
decreasi ng the channel nunber being selected. It would appear
to us that the only teaching of this dual function for the

up/ down keys comes from appel l ants’ own disclosure. That is
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not a proper basis on which to conclude obvi ousness within the
nmeaning of 35 U.S.C. § 103.

Finally, we turn to the rejection of clainms 2 through 14
under 35 U.S.C. 8 103 over Mller.

Again, we find that the exam ner has set forth a prima
faci e case of obviousness, setting forth, at pages 9-10 of the
answer, the reasoning behind the rejection and the
correspondence between the clainmed el enents and those el enents
di scl osed by M Il er

Appel l ants’ argunments are simlar to those supra.
Appel l ants contend that MIller is “substantially the sane” as
t he Young and StarSight references [reply brief-page 2]. To
what ever extent MIller is simlar, we have treated the
rej ections based on Young and/or StarSi ght and need not repeat
our rationale here. Further, appellants argue that Mller’s

system “restricts tuning to a subset of the available

channels...” [reply brief-page 2] whereas in appellants’ surf

nmode, “tuning is anong a subset of a subset of the avail able

channel s” [all enphasis appears in the original].
As we expl ai ned supra, appellants’ argunent fails to take

into account the fact that a subset of a universal set of
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el emrents may, in fact, constitute that universal set. A set
is always a “subset” of itself. Accordingly, as |long as
Ml ler teaches tuning to a subset of the avail able channels,
whi ch appel l ants apparently concede, then that subset of
channel s (which, in appellants’ disclosure, would be the
menory channel s), nmay al so be considered the channels in surf
node because a user may choose to include all of the subset of
avai |l abl e channels as the surf channels. W note, again, that
appel l ants have included no requirenent in the instant clains
that the nunber of selected television channels as nenory
channel s and the nunber of selected channels as surf channels
in the nenory neans be different. The desired nunber of surf
channels may be all of the menory channel s.

Wil e there may be argunents appel |l ants m ght have nade
but did not, our decision is nade based upon the argunents, in
fact, presented by appellants. Argunents not nmade are wai ved.

In re Kroekel, 803 F.2d 705, 709, 231 USPQ 640, 642-643 (Fed.

Cir. 1986).
The rejections of clainms 2, 8 and 12 under 35 U S. C
8§ 102(b) as anticipated by Young, of clainms 3 through 7, 9

t hrough 11, 13 and 14 under 35 U. S.C. 8§ 103 in view of Young
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and StarSight, and of clainms 2 through 14 under 35 U. S.C. §
103 over M|l er have been sustained. The rejection of clains
2 and 8 under 35 U.S.C. § 103 over O Donnell has not been
sust ai ned.

Accordingly, the exam ner’s decision is affirned.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

8§ 1.136(a).
AFFI RVED
Kenneth W Hairston )
Adm ni strative Patent Judge )
)
)
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